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Art Unit: 41 14 

DETAILED ACTION 
Status of Claims 

1. This action is in reply to the application filed on 13 January, 2004 

2. Claims 1 - 23 are currently pending and have been examined. 

Information Disclosure Statement 

3. The Information Disclosure Statement filed on 13 January, 2004 has been considered. An 
initialed copy of the Form 1449 is enclosed herewith. 

Specification 

4. The disclosure is objected to because of the following informalities: The disclosure recites a "save 
button" relative to figure 6 (see page 9), however, Figure 6 does not show this feature. For 
purposes of this examination, Examiner assumes that the "Apply" button performs this function. 
Appropriate correction is required. 

Claim Objections 

5. Claim 19 is objected to because of the following informalities: Claim 19 recites "procedure which 
was performed displays allows editing...". The phrase does not make sense as it contains two 
verbs (displays allows). For purposes of this examination, Examiner will assume that the word 
"displays" be removed. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 1 - 23 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claims 1, 10, 17-20 and 21 recite means for, however, the specification does not 
disclose specific structure or acts as required by (JSC 112 6 th paragraph. Therefore the scope of 
the claims is not clear. 

Examiner's Note: The Examiner has pointed out particular references contained in the prior art 
of record within the body of this action for the convenience of the Applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply. Applicant, in 
preparing the response, should consider fully the entire reference as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 
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11. Claim 1 - 17 and 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wilhelm (US 5,319,543 A) and in further view of Buchanan et al. (US 5,267,155 A). 

CLAIM 1 

Wilhelm as shown discloses the following limitations: 

• displaying a list of patient cases for which operative notes need to be created; (see at least 
Wilhelm column 2 line 16-21) 

• displaying a procedure performed for one of the patient cases; (see at least Wilhelm column 6 
line 40-46) 

Wilhelm as shown discloses the limitations shown above. Wilhelm does not disclose the following 
limitations but Buchanan does: 

• displaying a list of sections for an operative note; (see at least Buchanan column 2 line 57 to 
column 3 line 2); 

• text that comprises a selected section from of the list of sections of the operative note; (see at 
least Buchanan column 1 line 17-24; 

• inserting predetermined text into the operative note having indicia indicating where the surgeon 
must modify the operative note to include information specific to the patient upon which the 
surgical procedure has been performed; (see at least Buchanan column 2 line 1 - 4 and line 41 - 
51); 

• providing means for successively identifying the indicia where text must be inserted into the 
operative note; (see at least Buchanan column 4 line 4 - 42; column 2 line 1 - 4 and column 5 
line 13-26). 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates will provide cost savings 
and efficiency and improve the reporting to federal agencies. 

CLAIMS 2 and 20 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm also 
discloses the following limitations: 

• displaying a list of surgeons authorized to prepare operative notes; (see at least Wilhelm column 
7 line 32-46); 

• the step of displaying a list of patient cases for which operative notes need to be created is 
performed in response to the selection of a particular surgeon from the list of surgeons authorized 
to prepare operative note; (see at least Wilhelm column 7 line 32 - 46 and column 6 line 7-13). 
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CLAIMS 3, 11 and 21 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm also 
discloses the following limitations: 

• information comprising the list of patient cases for which operative notes need to be created and 
the procedure performed for the patient case are obtained from a database created by a separate 
software package; (see at least Wilhelm column 2 line 1 - 21 ). 

CLAIMS 4 and 12 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm also 
discloses the following limitations: 

• accessing a database to determine all procedures recently performed; (see at least Wilhelm 
column 7 line 17-21 and column 6 line 40 - 46); 

• determining whether an operative note has already been completed for that patient case; (see at 
least Wilhelm column 7 line 37 - 46). 

CLAIMS 5 and 13 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm does 
not disclose the following limitations but Buchanan does: 

• text unique to the particular surgeon and the procedure performed for the patient case; (see at 
least Buchanan column 9 line 66 to column 10 line 6). 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates that are customized to a 
surgeon will provide cost savings and efficiency and improve the reporting to federal agencies. 

CLAIMS 6 and 14 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm does 
not disclose the following limitations but Buchanan does: 

• only one section selected from the list of sections of the operative note is displayed at a time; 
(see at least Buchanan column 2 line 57 to column 3 line 2 and column 5 line 13 - 26). 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
displaying only one section of the document at a time will provide a methodological approach to 
document generation and will reduce errors. 
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CLAIMS 7 and 15 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm does 
not disclose the following limitations but Buchanan does: 

• selecting the predetermined text to be inserted from a list of different predetermined texts; (see at 
least Buchanan column 5 line 13 - 24). 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates will provide cost savings 
and efficiency and improve the reporting to federal agencies. 

CLAIM 8 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm also 
discloses the following limitations: 

• allowing the surgeon to select and modify the procedure performed in the patient case; (see at 
least Wilhelm column 6 line 40 - 46 and column 5 line 50 - 54). 

CLAIMS 9, 16 and 23 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm also 
discloses the following limitations: 

• confirming the identity of the surgeon; (see at least Wilhelm column 4 line 60 to column 5 line 7 
and column 10 line 43 - 58) 

• displaying a list of patient cases associated with the surgeon for which operative notes need to be 
created; (see at least Wilhelm column 6 line 7-13 and column 10 line 43 - 58) 

CLAIM 10 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm also 
discloses the following limitations: 

• displaying a list of surgeons authorized to prepare operative notes; (see at least Wilhelm column 
7 line 32-46); 

• displaying a list of patient cases for which operative notes need to be created in response to the 
selection of a particular surgeon from the list of surgeons authorized to prepare operative notes; 
(see at least Wilhelm column 7 line 32 - 46 and column 6 line 7-13) 

• displaying a procedure performed for the patient case; (see at least Wilhelm column 6 line 40 - 
46). 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm does 
not disclose the following limitations but Buchanan does: 
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• displaying a list of sections for an operative note and; (see at least Buchanan column 2 line 57 to 
column 3 line 2); 

• fexf that comprises a selected section from of the list of sections of the operative note; 
(see at least Buchanan column 1 line 17-24; 

• providing means for the surgeon to select a section of the operative note to view that section of 
the operative note; (see at least Buchanan column 2 line 57 to column 3 line 2); 

• inserting predetermined text into the operative note having indicia indicating where text must be 
inserted into the predetermined text to customize the operative note to the patient upon which the 
surgical procedure has been performed; (see at least Buchanan column 2 line 1 - 4 and line 41 - 
51); 

• providing means for successively identifying the indicia where text must be inserted into the 
operative note; (see at least Buchanan column 4 line 4 - 42; column 2 line 1 - 4 and column 5 
line 13-26). 

Examiner notes that Buchanan discloses a system and method that allows a surgeon to select a 
particular template and then progress through each section of the template (i.e. option text variable 
location) to complete the document. 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates will provide cost savings 
and efficiency and improve the reporting to federal agencies. 

CLAIM 17 

Wilhelm as shown discloses the limitations shown above. Wilhelm also discloses the following limitations: 

• means for displaying a list of patient cases for which operative notes need to be created; (see at 
least Wilhelm column 2 line 1-12; column 3 line 49 to column 4 line 8 and column 2 line 16 - 
21); 

• means for selecting a patient case from the list of patient cases; (see at least Wilhelm column 2 
line 1 - 12; column 3 line 49 to column 4 line 8 and column 6 line 7-13). 

Wilhelm as shown discloses the limitations shown above. Wilhelm does not disclose the following 
limitations but Buchanan does: 

• a database of predetermined text containing operative notes for a plurality of surgeons and a 
plurality of procedures, the database comprising a plurality of records, each record comprising a 
separate operative note for a particular procedure and having at least one surgeon associated 
with each operative note; (see at least Buchanan column 1 line 17-24 and column 2 line 1-13); 
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• each operative note comprises indicia for indicating where the operative note must be modified to 
customize the operative note to a particular patient upon which the procedure was performed; 
(see at least Buchanan column 4 line 4-42 and column 2 line 1 - 4 and line 41 - 51 ); 

• means for selecting a particular operative note from the database of operative notes; (see at least 
Buchanan column 4 line 4-42 and column 5 line 13 - 17); 

• means for successively directing the surgeon to the indicia of the operative note indicating where 
the operative note must be modified; (see at least Buchanan column 4 line 4 - 42; column 2 line 1 
- 4 and column 5 line 13 - 26); 

• means for editing the selected operative note to insert text into the predetermined text to 
customize the operative note to the patient upon which the procedure was performed; (see at 
least Buchanan column 4 line 4-42 and column 9 line 66 to column 10 line 6). 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates will provide cost savings 
and efficiency and improve the reporting to federal agencies. 
CLAIM 19 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm does 
not disclose the following limitations but Buchanan does: 

• means for displaying a list of sections for an operative note; (see at least Buchanan column 4 line 
4-42 and column 2 line 57 to column 3 line 2); 

• means for editing the selected operative note to insert text into the predetermined text to 
customize the operative note to the patient upon which the procedure was performed displays 
allows editing of only a section from the list of sections that has been selected from the list; (see 
at least Buchanan column 4 line 4-42 and column 5 line 13 - 26). 

It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates will provide cost savings 
and efficiency and improve the reporting to federal agencies. 

CLAIM 22 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm does 
not disclose the following limitations but Buchanan does: 

• means for selecting a particular operative note from the database of operative notes is performed 
manually by the surgeon by selecting an operative note from a list of operative notes; (see at 
least Buchanan column 4 line 4-42 and column 2 line 13 - 14). 
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It would be obvious to one of ordinary skill in the art at the time of the invention to modify the medical 
records tracking system of Wilhelm with the medical document generation system of Buchanan because 
the use of a system that generates documents with pre-determined templates will provide cost savings 
and efficiency and improve the reporting to federal agencies. 

12. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wilhelm (US 5,319,543 
A) and in further view of Buchanan et al. (US 5,267,155 A) and in further view of Miller et al. (US 
5,446,653 A) 

CLAIM 18 

The combination of Wilhelm/Buchanan as shown discloses the limitations shown above. Wilhelm/ 
Buchanan does not disclose the following limitations but Miller does: 

• means for selecting a particular operative note from the database of operative notes is performed 

automatically based upon the surgeon performing the procedure and the procedure performed; 

(see at least Miller column 4 line 22 - 39). 
Examiner notes the Miller discloses that "any type of document can be generated". Therefore it would be 
obvious to one of ordinary skill in the art at the time of the invention to modify the medical records tracking 
system of Wilhelm/Buchanan with the rule-based document generation system of Miller because 
identifying specific documents in a database based on a particular data element (i.e. medical procedure 
code) will provide cost savings and efficiency and improve the reporting to federal agencies. 



Application/Control Number: 10/755,991 
Art Unit: 41 14 



Page 10 



CONCLUSION 

Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to John A. Pauls whose 
telephone number is 571-270-5557. The Examiner can normally be reached on Monday-Friday, 9:30am- 
5:00pm. If attempts to reach the examiner by telephone are unsuccessful, the Examiner's supervisor, 
JAMES A. REAGAN can be reached at 571.272.6710. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 

http://portal.uspto.gov/externai/portai/pair . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866.217.9197 (toll-free). 
Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and Trademark Office 
Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

Date: 9 February, 2009 
/JOHN A. PAULS/ 
Examiner, Art Unit 4114 
/James A. Reagan/ 

Supervisory Patent Examiner, Art Unit 4114 



